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Assistant Commissioner 

for Patents 
Washington, D.C. 20231 

Dear Sir: 



I hereby certify that this 
communication, is being deposited 
with the United States Postal Service 
"Express Mail Post Office to 
Addressee" service under 37 C.F.R. 
LIO on April 20, 2001, and is 
addressed to: Assistant 

Commissioner for Patents, 
Washington, D.C. 20231. 

: ' 

Willie Jiles 
Express Mail Cert. No, 
EL759178020US 



LETTER RE INCOMPLETE OFFICE ACTION 



The undersigned acknowledges receipt of the Office 
Action mailed April 12, 2001. However, the Office Action is 
incomplete, for reasons discussed below. It is noted that 
this is the second successive Office Action which is 
incomplete, for the same basic reasons. 

The Office Action included "Office Action Summary" 
Form PTO-326, which indicates that the Office Action is 
accompanied by Form PTO-892 (Notice of Reference Cited) . 
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However, the Office Action did not include a copy of Form 
PTO-892. Applicants are entitled to know which additional 
references are being cited in the present Office Action, even 
if those references are not specifically being relied on to 
reject the claims. Accordingly, it is respectfully requested 
that the Examiner provide a copy of the Form PTO-8 92 which was 
supposed to be a part of the present Office Action mailed on 
April 12, 2001. To the extent the Office Action was not 
accompanied by a copy of Form PTO-892, it is respectfully 
submitted that the Office Action is incomplete. 

Form PTO-326 also indicated that it was accompanied 
by an enclosed Notice from the Official Draftsman (Form 
PTO-948) . However, the Office Action was not actually 

accompanied by a copy of Form PTO-948. Applicants did receive 
a copy of Form PTO-948 with the prior Office Action (mailed 
August 15, 2000) , but it is not clear whether the present 
Office Action is referring to this same Form PTO-948, or to a 
new Form PTO-948. 

Attached to the pending Office Action are copies of 
a Form PTO-1449 (three sheets) filed by Applicants on 
February 8, 2000 with a first Information Disclosure 
Statement, and a copy of Form PTO-144 9 (1 sheet) filed by 
Applicants on January 8, 2001 with a second Information 
Disclosure Statement. With respect to the copy of Form PTO- 
1449 filed on February 8, 2000, the Examiner has drawn a 
horizontal line through a total of seventeen different 
documents, in order to indicate that they have not been 
considered on the merits. Applicants respectfully object to 
the fact that these seventeen documents were not considered on 
the merits, for several reasons which are discussed separately 
below. 

On a general level, the Examiner is asserting that, 
with respect to each of these seventeen documents. Applicants 
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failed to comply with some provision of 37 CFR §1.98. 
However, Applicants wish to make the Examiner aware of the 
fact that Applicants submitted an effectively identical 
Information Disclosure Statement in co-pending U.S. Serial No. 
09/397,486 (filed September 16, 1999, Attorney Reference 
004578.0851). In the co-pending application, each of the 
seventeen documents in question was readily considered on the 
merits, without any form of objection on the theory that the 
submission failed to comply with 37 CFR §1.98. To the extent 
that the PTO found the Information Disclosure Statement in the 
co-pending application to be in suitable compliance with 
§1.98, it is inconsistent for the PTO to indicate that the 
effectively identical Information Disclosure Statement 
submitted in the present application does not comply with 
§1.98. 

Turning now in more detail to the specific grounds 
of objection set forth in the Office Action, the seventeen 
documents included a first document subset containing eleven 
of the seventeen documents, and the documents in this first 
subset were all subject to an objection under §1. 98(a) (3), on 
the ground that they are non-English documents and were not 
accompanied by a concise explanation of relevance. One of 
these documents is European Publication No. 0 308 247, but 
this document is in the English language, and is thus not 
subject to the provisions of §1. 98(a) (3). The European »247 
publication should unquestionably have been considered on the 
merits. A second of these eleven documents is European 
Publication No. 0 541 546, which in the French language. 
Applicants do not have a direct translation of the European 
'546 publication. However, as discussed in the Information 
Disclosure Statement filed on February 8, 2000, Applicants 
submitted (in lieu of a direct translation) a copy of U.S. 
Patent No. 5,4 04,2 72, which is a direct English- language 
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equivalent of the European '546 publication. U.S. Patent No. 

5,404,272 is a sufficient English- language equivalent that the 

European '546 publication should have been considered on the 
merits . 



The other nine of the eleven documents are each a 



Japanese reference with an ' attached English- language Abstract. 
It is respectfully submitted that the presence of the English- 
language Abstract should have been sufficient to avoid non- 
consideration of these documents, for the following reasons. 
When §1.98 was adopted in 1992, the final rule was published 
in the usual manner in the Federal Register (at 57 FR 2021- 
2036) , The final rule included the following comments 

relating specifically to §1.98 (a) (3): 



Applicants should note, however, that most 
examiners do not have the ability to 
understand information which is not in 
English and that the Office will not 
routinely translate information submitted 
in a non-English language. The Examiner 
will consider the information insofar as 
it is understood on its face, e.g, , 
drawings, chemical formulas, English- 
language abstracts , but will not have the 
information translated unless it appears 
to be necessary to do so. 
5 7 FR 2 031 (emphasis added) . 

In the present application, the Examiner has not 



complied with the stated PTO policy that the Examiner will 
consider the submitted information (Japanese documents with 
English-language abstracts) insofar as the information is 
understood on its face, for example based on any "English- 
language abstract" which is part of the information. For the 
foregoing reasons, it is respectfully submitted that the nine 
Japanese documents with English abstracts should not have been 
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completely ignored on the ground that their submission did not 
comply with §1 . 98 (a) (3) . 

For the reasons set forth above, each of the eleven 
documents in the first document subset should have been 
accepted as properly submitted under §1.98 (a) (3), and should 
have been considered on the merits in the manner appropriate 
under PTO policy. 

Looking again to the seventeen documents that were 
not considered on the merits, a second document subset 
included five of the seventeen documents, as to which the 
Examiner indicated that they could .not be considered on the 
merits because the Information Disclosure Statement failed to 
identify at least one of the inventor (i.e. "author"), 
publication date, company, and/or publisher. Applicants 
respectfully object to the fact that these five documents were 
not considered on the merits, for the following reasons. The 
Examiner was apparently relying on the last sentence of 
§1. 98(b). However, the provisions of §1.98 (b) do not apply to 
all documents, for the following reasons. 

The provisions of §1.98 (b) apply only to U.S. 
patents, foreign patents, published foreign applications, and 
publications. In contrast, the provisions of §1.98 (a) (1) and 
§1.98 (b) each show that §1.98 encompasses not only patents and 
publications covered by §1. 98(b), but also "other 
information" . One example of such "other information" is a 
U.S. patent application, which is mentioned in 
§1 . 98 (a) (2) (iii) , but, which is not covered by §1. 98(b). In 
fact, there are a variety of types of "other information" 
which fall within §1.98 but not within §1. 98(b). 

To the extent that Applicants have submitted 
documents in the present application which do not expressly 
set forth on their face all of the information required by 
§1. 98(b), it is respectfully submitted that those documents 
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nevertheless qualify as "other information" that can properly 
be submitted under §1.98(a)(l). Consequently, each of the 
five documents in the second document subset should have been 
considered on the merits as "other information", regardless of 
the last sentence of §1. 98(d). 

Focusing again on the seventeen documents which were 
not considered on the merits, a third document subset includes 
one document, which is Nemes U.S. Patent No. 5,22 5,964. The 
Examiner refused to consider this document on the ground that 
Form PTO-144 9 included a typographical error in the patent 
number for this document. However, the Information Disclosure 
Statement was accompanied by a copy of the Nemes patent, and 
there was thus no uncertainty about what patent was being 
submitted. The Examiner could have made a hand-written 



Vicorrection to the patent number for the Nemes patent on Form 
JK PTO-144 9, and/or could have separately cited the Nemes patent 
on Form PTO-892. It is respectfully submitted that there is 
no reasonable basis for the Examiner's refusal to consider the 
Nemes patent on the merits. 

The Information Disclosure Statement in question was 
filed more than a year ago (on February 8, 2000), and the 
accompanying documents still have not been properly considered 
on the merits. Applicants have taken the time and trouble to 
attempt to comply as fully as reasonably possible with the 
duty of disclosure and with the requirements of 3 7 CFR 
§§ 1.56, 1.97 and 1.98, and it is respectfully submitted that 
it is not reasonable for the Examiner to be insisting that 
Applicants have failed to comply with the duty of disclosure 
with respect to a large number of documents. This is 
particularly true in view of the fact that an effectively 
identical Information Disclosure Statement , was accepted by the 
PTO as entirely proper in a related copending application. 
With respect to the documents which were not considered on the 
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entitled to have all of these documents considered on the 
merits before responding to any Office Action issued after the 
Information Disclosure Statement was filed. To the extent 
that the presently pending Office Action does not show these 
documents have all been considered on the merits, it is 
respectfully submitted that the Office Action is incomplete. 

The Examiner is respectfully requested to: (1) 
withdraw the incomplete Office Action which was issued on 
April 12, 2001, (2) consider on the merits the documents that 
were filed with an Information Disclosure Statement on 
February 8, 2000 and that have not yet been considered on the 
merits, and (3) then issue a new Office Action which is 
accompanied by the missing Form PTO-892, and by a properly 
initialed copy of the relevant Form PTO-144 9, showing 
consideration of all cited documents on the merits. For this 
purpose, and as a courtesy to the Examiner, a clean copy of 
the relevant Form PTO-1449 is enclosed. 



Respectfully submitted, 
BAKER BOTTS L.L.P. 
Attorneys for 



T . Murra 
Reg . No^ 

BAKER BOTTS, L.L.P. 
2 001 Ross Avenue 
Suite 600 

Dallas, TX 75201-2980 
(214) 953-6684 
Date: April 20, 2001 

Enclosures: Clean copy of Form PTO-1449 

filed February 8, 2000 
Acknowledgment Post card 
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